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DETAILED ACTION 


Response to Arguments 

Applicant's arguments filed 10 December 2008 have been fully considered and 
are persuasive. The previous grounds of rejection have been withdrawn. However, 
upon further consideration, the claims are subject to rejection over EP 1 323 396 A2 
(hereinafter '396; cited by Applicant) to DePuy AcroMed, Inc. alone or in view of 
Morrison (3,486,505; cited by Applicant), as set forth below. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 8-14, 17, 18, 20-42, 45-48 and 50-55 are rejected under 35 U.S.C. 102(b) 
as being anticipated by EP 1 323 396 A2 ('396). 

'396 discloses an implant insertion tool comprising a housing, e.g. 16, a pair of 
opposing guide members, e.g., 12Aand 14A having planar guide surfaces, a spreader 
comprising a central body, e.g. 18, between the pair of guide members, and a drive 
member, e.g., 20. See, e.g., Fig. 1. The pair of guide members each comprise an 
elongated body and an elongated slot that extends between and opens along an inner 
surface and an outer surface. The device comprises a portion that can be seen as an 
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abutment member (integral) or portion as claimed (see, e.g., Fig. 8A and Illustration 
below). The central body includes opposite wings, e.g. 94, extending therefrom slidingly 
received in the slots of the guide members. An implant holder 412 may extend through 
a drive member (see, e.g., Fig. 18). The device may also comprise an adapter, e.g., 
500, having arms, e.g. 508 and 509, extending therefrom, and projections, e.g. 515 and 
516 (see, e.g., Fig. 16). Support members 50A and 50B are positionable in the space 
between the adjacent bony portions. 


The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 


Claims 1, 5-7, 19, 43 and 44 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over EP 1 323 396 A2 ('396) in view of Morrison (3,486,505). 

'396 discloses the claimed invention except for explicitly reciting that the 



Abutment portion or member 


Claim Rejections - 35 USC § 103 


connection between the housing and drive member could be threaded. However, 
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Morrison discloses a similar device having a threaded connection between a housing 
17 and drive member 15 in order to better control the depth of insertion of the device 
and implant (see, e.g., Fig. 1 and col. 1 , lines 23-44). It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to have 
configured the device of '396 so as to have taken advantage of a threaded connection 
between the housing and drive member, in view of Morrison, in order to better control 
the depth of insertion of the device and implant. 

Claims 15, 16 and 49 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over EP 1 323 396 A2 ('396). 

'396 discloses the claimed invention except for explicitly reciting the numerous 
forms the connection to the housing could take. It is noted that providing "fingers" and a 
crossbar is just one way of describing an ordinary separable hinge joint. The fingers 
form the opening for the crossbar or (axle or pivot pin or whatever one may wish to call 
it). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have substituted a connection comprising a joint with "fingers" or 
an opening and a "crossbar" or a pivot pin for the noted connection in '396 as doing so 
would involve nothing more than the substitution of an old and well-known and 
functionally equivalent hinge design that could have been employed by a person of 
ordinary skill in the art with predictable results equally well. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. For example, even if the noted portions of the '396 device could 
not be considered to be the claimed abutment portions or members, it is noted that 
reference EP 1 295 578 A2 cited by Applicant also shows abutment members e.g. 24A 
and 26B and it would have been obvious to have provided the '396 device with the 
same. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Comstock whose telephone number is (571) 272- 
4710 (a detailed message should be left if Examiner is unavailable). If attempts to 
reach the Examiner by telephone or voicemail are unsuccessful, the examiner's 
supervisor, Eduardo Robert, can be reached at (571) 272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/David Comstock/ 
Examiner, Art Unit 3733 

/Eduardo C. Robert/ 

Supervisory Patent Examiner, Art Unit 3733 


